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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Applicant's response filed 03/23/09 in reply to the Office action of 12/15/08 has 
been entered. Claims 1-2, 10 and 14 have been amended. New claims 17-42 are added 

Claims 1-42 are pending. 

This application contains claims 3 and 11-13 drawn to an invention nonelected 
with traverse in the reply filed on 1 1/10/08. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) 
See M PEP § 821 .01 . 

Claims 1-2, 4-10, and 14-42 are examined. 

All previous objections and rejections not set forth below have been withdrawn in 
view of Applicant's amendment and/or upon further consideration. 

New Matter Rejection 

Claims 25, 27-34, and 36-42 are rejected under 35 U.S.C. 112, first paragraph, 
as containing subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. 

The claims also recite a DNA sequence encoding a protein that has from 95% 
to 100% identity with SEQ ID NO: 2. However, support for the limitations "95% to 100%" 
cannot be found in specification or in the claims as originally filed. The specification 
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does provide support for "95%, 100%" but does not provide support for the range 
limitation "95% to 100" which includes 96%, 97%, 98% and 99%. Therefore, the 
limitation "95% to 100%" is considered to be new matter. Therefore, Applicant is 
requested to point to support for the phrases in the originally filed application or to 
delete the NEW MATTER in response to this rejection. 

Claim Rejections - 35 USC § 102 

Claims 17-33 are rejected under 35 U.S.C. 102(e) as being anticipated by 
LaRosa et al (US 20040123343 A1 , filed 05/14/03). This rejection is repeated for the 
reasons of record as set forth in the last Office action of 12/15/08. Applicant's 
arguments filed 03/23/09 have been considered but are not deemed persuasive. 

Applicant argues that La Rosa discloses a DNA sequence with 1399 nucleotides 
that is 100% identical to Applicant's SEQ ID NO: 1 but is only among 102,483 
sequences having one of at least forty functions listed in the specification and which 
may be used produce transgenic plants. Applicant asserts that La Rosa does not 
provide an enabling disclosure and cannot be used as an anticipatory prior art. 
Applicant cites Elan Pharmaceuticals, Inc. v. Mayo Foundation for Medical Education 
and Research (Fed. Cir. 2003) to support this position (response, pp. 15-15). 

These are not found persuasive because La Rosa teaches an isolated DNA that 
is identical to Applicant's SEQ ID NO: 1 and 3, and does provide enablement for how to 
use said DNA sequences to produce transgenic plants with improved properties 
including increased disease resistance. The use of a readily available DNA sequence to 
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transform a plant does not constitute an undue experimentation because at the time 
Applicant's application was filed, one of ordinary skill in the would be able to transform a 
plant using the various plant transformation methods known in the prior art and also 
disclosed in La Rosa (see, for example, paragraphs 0075-0078). In the case of Elan 
Pharmaceutical, the issue was whether a prior art reference enabled one of ordinary 
skill in the art to produce Elan's transgenic mouse without undue experimentation. 
Unlike the situation in the instant application, one of ordinary skill in the would be able to 
transform a plant with any of the 102,482 unmodified DNA sequences with complete 
open reading frame and encoding a full length protein sequence to produce a 
transgenic plants without undue experimentation. 

The MPEP 2121 states "[a] prior art reference provides an enabling disclosure 
and thus anticipates a claimed invention if the reference describes the claimed invention 
in sufficient detail to enable a person of ordinary skill in the art to carry out the claimed 
invention. See also Impax Labs. Inc. v. Aventis Pharm . Inc., 468 F.3d 1366,1383, 8 
USPQ2d 1001, 1013 (Fed. Cir. 2006) which teaches that proof of efficacy is not 
required for a prior art reference to be enabling for purposes of anticipation. The MPEP 
further states [a] reference contains an "enabling disclosure" if the public was in 
possession of the claimed invention before the date of invention. "Such possession is 
effected if one of ordinary skill in the art could have combined the publication's 
description of the invention with his [or her] own knowledge to make the claimed 
invention." In re Donohue, 766 F.2d 531, 226 USPQ 619 (Fed. Cir. 1985). 
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With regard to Applicant's arguments regarding the lack of correlation between 
that disclosed sequences and disease resistance function in La Rosa, it is noted that no 
function need be disclosed by the reference because the prior art DNA is identical to 
Applicant's DNA and the reference also teaches how to make the DNA and how to use 
it for plant transformation. See the MPEP Section 2122, which states "[i]n order to 
constitute anticipatory prior art, a reference must identically disclose the claimed 
compound, but no utility need be disclosed by the reference. In re Schoenwald, 964 
F.2d 1122, 22 USPQ2d 1671 (Fed. Cir. 1992) (The application claimed compounds 
used in ophthalmic compositions to treat dry eye syndrome. The examiner found a 
printed publication which disclosed the claimed compound but did not disclose a use for 
the compound. The court found that the claim was anticipated since the compound and 
a process of making it was taught by the reference. The court explained that "no utility 
need be disclosed for a reference to be anticipatory of a claim to an old compound." 964 
F.2d at 1124, 22 USPQ2d at 1673. It is enough that the claimed compound is taught by 
the reference.) Therefore, for all the reasons discussed above and in the last Office 
action, the rejection is proper. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-2, 4-10, and 14-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over La Rosa (US 20040123343 A1 , filed 05/14/03). 

La Rosa et al teach an isolated DNA having 100% sequence identity to 
Applicant's SEQ ID NO: 1 and encoding a polypeptide having 100% sequence identity 
with Applicant's SEQ ID NO: 2 and 4 a vector comprising said DNA, transformed 
plant/cells/seed, and a method of transforming plants including rice with said DNA to 
produce transgenic plants/cells. At paragraph [0020], La Rosa states that the 
polynucleotides have been isolated to use in the generation of transgenic plants with 
modified properties including disease resistance. The chitin oligosaccharide elicitor 
binding and blast disease resistance activity of SEQ ID NO: 2 or 4 are inherent 
properties. 

La Rosa et al do not teach a DNA sequence lacking the signal sequence 
encoding amino acids 1-28 of SEQ ID NO: 2. However, it would have been obvious to 
one of ordinary skill in the art to use the DNA sequence with or without signal 
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sequence. In addition, signal sequence is a regulatory region and is not required for the 
disease resistance activity of the encoding region. One of ordinary skill in the art would 
not expect functional differences between SEQ ID NO: 1 and SEQ ID NO: 3 since they 
both encode the same polypeptide with or without the N-terminal region, respectively. 
Applicant has not shown any unexpected results with the DNA sequence of SEQ ID NO: 
1 encoding SEQ ID NO: 2 which could not be obtained with the DNA sequence of SEQ 
ID NO: 3 encoding SEQ ID NO: 4. Therefore, the claimed invention as whole was a 
prima facie obvious as stated in the last Office action. 

Remarks 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is 
(571)272-0797. The examiner can normally be reached on M-TH 8:00 am to 5:30 PM, 
and every other Friday from 8:00 AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MAI /Medina A Ibrahim/ 

6/21/2009 Primary Examiner, Art Unit 1638 
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